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This is in response to the "Application for Patent Term Adjustment Under 37 C.F.R. § 1 .705(b)" 
filed October 9, 2009. Applicants request the initial determination of patent term adjustment be 
corrected from zero (0) days to at least one thousand three hundred seventy-six (1,376) days. 

The request for reconsideration of the initial determination of patent term adjustment is granted 
to the extent indicated herein. 

The Office has updated the PALM screen to reflect the correct Patent Term Adjustment (PTA) 
determination at the time of the mailing of the Notice of Allowance is 157 days. A copy of the 
updated PALM screen, showing the corrected determination, is enclosed. 

The Office mailed a Determination of Patent Term Adjustment under 35 U.S.C. § 154(b) in the 
above-identified application on July 10, 2009. Applicants were advised of a patent term 
adjustment to date of 0 days. In response, applicants timely filed this application for patent term 
adjustment with payment of the issue fee on October 9, 2009. 



To the extent applicants request reconsideration of the patent term adjustment as it relates to the 
Office's failure to issue the patent within 3 years of the filing date, the request is premature. 

Knowledge of the actual date the patent issues is required to calculate the amount, if any, of 
additional patent term patentee is entitled to for Office failure to issue the patent within 3 years. 
See 37 C.F.R. § 1.702(b). (This is true even where a request for continued examination was 
filed). The computer will not undertake the 37 C.F.R. § 1.702(b) calculation until the actual date 
of issuance of the patent has been determined. Likewise, the computer will not calculate any 
further Office delay under 37 C.F.R. § 1.702(a)(4) or applicant delay under 37 C.F.R. 
§ 1 .704(c)(10) until the actual date of issuance of the patent has been determined. As such, the 
Office can not make a determination on the correctness of the patent term adjustment until the 
patent has issued. 



Delay Under 37 C.F.R. § 1.703(b) 
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Requesting reconsideration of the patent term adjustment to be indicated on the patent under 37 
C.F.R. § 1.705(b) based on the initial determination of patent term adjustment and a projected 
issuance date of the patent (or even the filing date of the request for continued examination) is 
premature. * 

Rather than file an application for patent term adjustment under 37 C.F.R. § 1.705(b) contesting 
the 37 C.F.R. § 1.702(b) calculation at the time of the mailing of the notice of allowance, an 
applicant may wait until the time of the issuance of the patent and file a request for 
reconsideration of the patent term adjustment pursuant to 37 C.F.R. § 1 .705(d). As the USPTO 
does not calculate the amount of time earned pursuant to 37 C.F.R. § 1 .702(b) until the time of 
the issuance of the patent, the Office will consider any request for reconsideration of the patent 
term adjustment due to an error in the calculation of 37 C.F.R. § 1 .702(b) to be timely if the 
request for reconsideration is filed within two months of the issuance of the patent. However, as 
to all other bases for contesting the initial determination of patent term adjustment received with 
the notice of allowance, applicant must timely file an application for patent term adjustment prior 
to the payment of the issue fee. 1 

Any request for reconsideration of the patent term adjustment indicated on the patent must be 
timely filed within 2 months after issuance pursuant to 37 C.F.R. § 1.705(d) and must include 
payment of the required fee under 37 C.F.R. § 1.18(e). 

Applicant Delay Under 37 C.F.R. $ 1.704 InvolvinR Conduct Between 
May 17, 2004, and August 25, 2006 

Applicants dispute the propriety of the Office's entry of a 738-day reduction for alleged delay in 
responding to the Notice to File Missing Parts of Nonprovisional Application mailed May 17, 
2004. 

The period of 738 days is the number of days beginning May 1 7, 2004, the day after the date 
three months after the Office mailed the Notice to File Missing Parts, and ending on August 25, 
2006, the date a reply to a Notice to Comply with Requirements for Patent Applications 
Containing Nucleotide Sequence and/or Amino Acid Sequence Disclosures ("Notice to 
Comply") was filed. 

Background Facts 

The Office mailed a Notice to File Missing Parts of Nonprovisional Application on May 17, 
2004. 



1 For example, if applicant disputes both the calculation of patent term adjustment under 37 C.F.R. § 1 .702(a)(1) for 
Office failure to mail a first Office action or notice of allowance not later than fourteen months after the date on 
which the application was filed and under 37 C.F.R. § 1.702(b) for Office failure to issue a patent within three years 
of the actual filing date of the application, then applicant must still timely file an application for patent term 
adjustment prior to the payment of the issue fee to contest the calculation of Office delay in issuing a first Office 
action or notice of allowance. See 37 C.F.R. § 1.705(b) and 35 U.S.C. § 154(b)(3)(B). A dispute as to the 
calculation of the § 1 .702(a)(1) period raised on request for reconsideration of patent term adjustment under 37 
C.F.R. § 1.705(d) will be dismissed as untimely filed. 
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A proper reply to the Notice to File Missing Parts was filed November 17, 2004. 
A Notice to Comply was mailed April 12, 2006. 

A reply to the April 12, 2006 Notice to Comply was filed June 12, 2006. 

A second Notice to Comply was mailed June 29, 2006. 

A reply to the June 29, 2006 Notice to Comply was filed August 25, 2006. 

Discussion 

Applicants assert entry of the 738-day reduction was improper. 

Applicants assert the Office should have entered: 

(1) A 92-day reduction for delay in responding to the Notice to File Missing Parts, 

(2) A 74-day reduction for the filing of a reply with an omission on June 12, 2006. 

A reply to the Notice to File Missing Parts was filed three months and 92 days after the Office 
mailed the Notice. Therefore, the Office should have entered a reduction of 92 days, not 738 
days, under 37 C.F.R. § 1 .704(b). 

The reply to the First Notice to Comply included an omission requiring the Office to mail the 
Second Notice to Comply. The number of days beginning on June 13, 2006, the day after the 
date the reply to the First Notice to Comply was filed, and ending on August 25, 2006, the date 
the reply to the Second Notice to Comply was filed, is 74 days. Therefore, a 74-day reduction 
should have been entered under 37 C.F.R. § 1 .704(c)(7). 

Applicant Delay Involving Delay in Responding to the March 26, 2008 Office action 

A review of the record indicates a 91 -day reduction should have been entered as a result of delay 
in responding to the March 26, 2008 Office action. 

The Office mailed an Office action on March 26, 2008. A reply was not filed until three months 
and 91 days later on September 25, 2008. Therefore, a 91-day reduction should have been 
entered under 37 C.F.R. § 1 .704(b). 

The Office has entered a 91 -day reduction for delay in responding to the May 26, 2008 Office 
action. 

Conclusion 

As previously discussed, the Office should not have entered a 783-day reduction for delay in 
responding to the Notice to File Missing Parts. The Office has removed the 783-day reduction. 
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As previously discussed, the Office should have entered a 92-day reduction for delay in 
responding to the Notice to File Missing Parts. The Office has entered the 92-day reduction. 

As previously discussed, the Office should have entered a 74-day reduction as a result of the 
filing of a reply with an omission on June 12, 2006. The Office has entered the 74-day 
reduction. 

As previously discussed, the Office should have entered a 91 -day reduction as a result of 
Applicants' delay in responding to the May 26, 2008 Office action. The Office has entered the 
91 -day reduction. 

The total amount of Applicants' delay under 37 C.F.R. § 1 .704, as of the date the Notice of 
Allowance was mailed, is 431 (82 + 92 + 92 + 74 + 91) 2 days. 

The patent term adjustment at the time of the mailing of the Notice of Allowance is 1 57 days 
which is 588 days of Office delay under 37 C.F.R. § 1.703(a) reduced by 431 days for 
Applicant's delay under 37 C.F.R. § 1 .704. 

Applicants are reminded that any delays by the Office pursuant to 37 C.F.R. §§ 1.702(a)(4) and 
1.702(b) and any applicant delays under 37 C.F.R. § 1.704(c)(10) will be calculated at the time 
of the issuance of the patent and applicants will be notified of the revised patent term adjustment 
to be indicated on the patent in the Issue Notification letter that is mailed to applicants 
approximately three weeks prior to issuance. 

The Office of Data Management has been advised of this decision. This matter is being referred 
to the Office of Data Management for issuance of the patent. 

Telephone inquiries specific to this decision should be directed to Senior Petitions Attorney 
Steven Brantley at (571) 272-3203. 




'Anthonjpoiight 
Director 

Office of Petitions 



Enclosure: Copy of REVISED PALM screen 



2 The 82-day reduction was the result of Applicants' delay in responding to the October 27, 2006 Office action and 
is not in dispute. The first 92-day reduction is the result of Applicants' delay in responding to the non-final Office 
action mailed May 29, 2006, and is not in dispute. 
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